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UNITED STATES DISTRICT COURT 
W. A. GatnEs & Co. v. Rock SprincG DistiLiinc Co. et al. 
Western District of Kentucky, February 7, 1913. 
(201 Fed. Rep., 980.) 


1. TRADE-MArK—ReEs ApJUDICATA—SUBSEQUENT REGISTRATION. 

Where, in an action for trade-mark infringement, the complainants 
were found to have no exclusive right to the use of the mark in 
question, the judgment so rendered is conclusive between the parties, 
and subsequent registration of the mark is unavailing to confer on 
the registrant any rights adverse to the judgment. 

2. UNFAIR COMPETITION—DECEPTION. 

Where no exclusive right is shown to use the trade-mark name 
applied by the parties to whisky, and it has been used by both for 
upwards of forty-five years, in the absence of imitation in the labels, 
there is no unfair competition, for there is no probability of confusion 
of the public 


In equity. On final hearing. Bull dismissed. 


James L. Hopkins, of St. Louis, Mo., and Trabue, Doolan & 
Cox, of Louisville, Ky., for complainant. 
Luther Ely Smith, of St. Louis, Mo., and Sweeney, Ellis & 


Sweeney, of Owensboro, Ky., for defendants. 


Evans, District Judge—From time to time, as questions 


arose during the progress of this case, we expressed our views 
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upon them in opinions then filed. Those opinions, if it be 
necessary or desirable, can be referred to in connection with 
what we may now say without repeating them. 

The complainant, a corporation, by its bill, alleges an in- 
fringement by the defendants of a certain trade-mark, which, 
on the 20th day of July, 1909, had been admitted to registration 
in the office of the commissioner of patents under the provisions 
of the act of February 20, 1905. The trade-mark is familiarly 
known as “Old Crow,” and is described in the certificate of 
registration as being used upon “Straight Bourbon and Rye 
Whisky.” 

Upon the allegations of the bill an injunction was prayed for, 
together with other relief. 


On May 2, 1910, the Hellman Distilling Company tendered 
and asked leave to file a petition, in which it alleged that it was 
the transferee and successor of A. M. Hellman & Co., who long 
previously to the transfer to the petitioner had owned the trade- 
mark referred to in the bill of complaint; that the defendants’ 
Rock Spring Distilling Company and Silas Rosenfeld, were peti- 


tioner’s agents in Kentucky, and as such were using the trade- 
mark; that it had undertaken to defend them in such use, and 
thereupon prayed that it might be admitted as a defendant in 
the suit for the purpose of making such defense. The court 
expressed then its opinion (179 Fed., 545) that the petitioner 
could not, in the face of complainant’s opposition, be made a 
defendant, but that any estoppel by the former judgment re- 
ferred to in the petition and presently to be described, would, 
under the facts therein stated, be available for the defendants. 
Thereafter the defendants interposed a plea to the effect 
that, long before the registration of the trade-mark by the com- 
plainant, the latter, on November 11, 1904, had filed its bill of 
complaint in the circuit court of the United States for the eastern 
district of Missouri, at St. Louis, against A. M. Hellman & Co., 
a firm composed of Abraham M. Hellman and Moritz Hellman, 
in which it alleged itself to be the owner and proprietor of the 
trade-mark “Old Crow,” when used in connection with whisky, 
and, charging that the defendants were infringing it, had sought 
an injunction against them to prevent such use; that both sides 
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in that suit claimed ownership of the trade-mark “Old Crow”; 
that, after the death of Abraham M. Hellman, his administrator, 
Max Kahn, was made a defendant, and the issues of fact were 
made up in that case in due course of pleading; that it was 
finally brought to trial in that court, whose judgment was ren- 
dered therein against said defendants who were enjoined from 
using said trade-mark (155 Fed., 639); that the defendants 
in said cause thereupon prosecuted an appeal from said judg- 
ment to the circuit court of appeals of the eighth circuit, which 
court, after full consideration and argument, reversed, on April 
27, 1908 (161 Fed., 495, 88 C. C. A., 437), the decree of the 
circuit court and remanded the case with directions to the latter 
court to dismiss the action for want of equity; and that the 
latter court had, by its decree, entered on July 10, 1908, done as 
directed by the circuit court of appeals. The defendants pleaded 
the final judgment in that cause in bar of the present action. 
When the plea was set down for argument and heard, the court 
in an opinion and judgment thereon, on May 2, 1910 (179 Fed., 
544). held that the plea was sufficient in law. Instead of dis- 
missing the bill, the court gave leave to the complainant to take 
issue on the plea, which was done. The court also, in its opinion 
filed February 27, 1912, stated its reasons for giving the de- 
fendants leave to answer such parts of the complainant's bill as 
were not covered by the plea. This was done upon authorities 
cited in the opinion last referred to. The defendants, in the 
answer thus allowed to be filed, assailed the registration of 
the trade-mark upon various grounds. At the final hearing the 
issues thus raised, alike upon the plea and upon the answer, were 
heard and argued. As already stated, it will serve little or no 
purpose to restate the grounds of our former rulings, as the 
several opinions heretofore filed in the case do that with a 
clearness quite sufficient to indicate the bases of our several 
rulings; but a brief summary of the essential facts as we find 
them may not be amiss in disposing of the plea. 

Many years ago, probably in 1835, one James Crow, in 
Woodford county, Ky., began the use of the trade-mark “Crow” 
or “Old Crow” in connection with Bourbon whisky of his own 
make. He continued the use of his trade-mark until his death 
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in 1855, at which time its use was discontinued. In 1867, one 
Mitchell, a former employee of Crow’s, in the same, or in a 
contiguous locality in Kentucky, began the use of the same trade- 
mark on whisky. He did this on his own initiative and without 
having in any way inherited or purchased the right to use the 
trade-mark from Crow or his heirs or representatives. It is 
therefore only from Mitchell’s use of the trade-mark, begun in 
1867, that complainant's claim can come. But four years pre- 
viously to the beginning of its use by Mitchell, namely, in 1863, 
the use of a similar trade-mark was begun in reference to whisky 
in St. Louis, Mo., by persons who have transmitted their rights 
to the defendants. It was out of this general state of fact that 
the controversy arose which was adjudicated finally in the circuit 
court of the United States for the eastern district of Missouri. 
Whatever may have been the merits of the controversy which 
that court determined in that case we are not to inquire, nor 
are we to inquire into the merits of the whisky made or sold 
by either party thereto. The question we are to determine on 
this phase of the case is whether, in its essential elements, the 
title adjudicated in that case was the same as the one again 
attempted to be litigated in this action. When we attentively 
examine the record, the pleadings, and the final decree in the 
former cause, we can not doubt that the essential question in 
dispute there was the same as that involved here. This being so, 
and the defendants and the Hellman Distilling Company having 
in due course succeeded to the rights of A. M. Hellman & Co., 
we hold that the plea has been established, and that it is a bar to 
the relief now sought as to the infringement of the alleged 
trade-mark. 

But the defendants in that cause were denied an injunction 
upon their cross-bill asking that relief, and it is insisted that 
that shows that neither themselves nor their successors have any 
rights in the trade-mark, inasmuch as the record shows that they 
dismissed their cross-appeal from that part of the judgment in 
that case. We have not been able to see how that affects the 
question here involved, because, whatever effect may be given 
the denial to defendants of the relief they sought in that action, 
it is certain that in the most impressive way it was adjudged 
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that the complainant had no equity to the relief it there prayed. 
At most, it might be said that the result of that litigation was 
to leave both parties to-it, each of whom had used the trade- 
mark about forty years, free to use the trade-mark as each 
pleased in. connection with whisky. Indeed, it might probably 
be that the proper conclusion is that the effect would be to open 
up the use of the trade-mark in connection with whisky to the 
public generally, because no one party had acquired a right to 
its exclusive use since Crow’s death in 1855. Which of the 
views thus indicated be right is immaterial, but they afford sug- 
gestive illustration of the situation. 

Again, it is insisted by the complainant that it uses the 
trade-mark in connection with “straight’”’ whiskies, while the 
lefendants have heretofore used it in connection with “blends.” 
The bill of complaint, we shall see, charges a broader use. The 
general doctrine, we apprehend, is that a trade-mark used in 
connection with any class of things must apply to all the various 
species or grades of that class. It would be an endless task to 
differentiate the various grades or qualities of whisky or many 
other articles of merchandise and say to which one or more of 
them a trade-mark was appropriate or applicable. Especially, 
we apprehend, would this be so in reference to whisky, which 
has as great a variety of grades (extending from the very best 
to the very worst) as probably any article in commerce. Some 
of the authorities illustrating this view are Layton Pure Food 
Co. v. Church & Dwight Co., 182 Fed., 35, 38, 104 C. C. A., 475, 
32 L. R. A. (N. S.), 274, and authorities therein cited, and 
Collins Co. v. Oliver Ames & Sons Corporation (C. C.), 18 Fed., 
561, 570. 

Another question of vital importance is to be considered. 
It is whether the registration obtained by the complainant is 
effective and available to overthrow a judgment finally, and 
under the direction of the circuit court of appeals, rendered by 
the circuit court previous to the registration of the trade-mark. 
In an opinion delivered on February 27, 1912, we endeavored to 
clearly indicate our views on this phase of the case and our 
reasons for supposing that it was never in the contemplation of 
congress that such a registration, especially if obtained ex parte, 
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should invalidate the solemn judgment of a court having juris- 
diction. The controlling facts in this connection are that on 
April 27, 1908, the opinion of the circuit court of appeals was 
rendered in the former suit then styled Kahn, Administrator, 
ct al. v. W. A. Gaines & Co., 161 Fed., 496, 88 C. C. A., 437. 
After an application for a stay of the mandate was refused on 
June 18, 1908, the supreme court, on October 19, 1908, denied 
a petition for a writ of certiorari. On February 13, 1909, Edson 
Bradley, describing himself as vice-president of W. A. Gaines 
& Co., was sworn to a statement intended to be filed as the 
basis of an application for the registration of the trade-mark 
“Old Crow” on straight Bourbon and rye whisky. This statement 
and the accompanying petition were filed in the patent office on 
February 26, 1909, nearly one year after the decision by the 
circuit court of appeals. This latter circumstance may be most 
significant in connection with the fact that in the papers just 
referred to, and as amended later, the vice-president stated under 
oath that W. A. Gaines & Co. in the county of Franklin and state 
of Kentucky “has adopted for its use a trade-mark which consists 
of the words ‘Old Crow,’ and that said trade-mark has been used 
in the business of ourselves and our predecessors since, to wit, 
January 1, 1835. The class of merchandise to which the trade- 
mark is appropriated is class 49, distilled alcoholic liquors, and 
the particular description of goods in said class upon which the 
said trade-mark is used is straight Bourbon and rye whisky.” 
The vice-president also swore: 

“That no other person, firm, corporation, or association, to the best 
of his knowledge and belief, has the right to use said trade-mark, either 


in the identical form or in any such near resemblance thereto as might 
be calculated to deceive.” 


As we have seen, it is altogether incorrect to say that the 
complainant, and its predecessors had used that trade-mark since 
January 1, 1835, because the complainant and its predecessors did 
not begin its use until 1867, nor then, in any legal sense, as 
the successors of James Crow. Besides, from the testimony 
and developments in the suit in St. Louis, the complainant cer- 
tainly knew that its opponents in that suit had been adjudged 
the right to use, and that they in fact had used, the trade-mark 
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“Old Crow” ever since 1863, though probably not as energetically 
or as extensively as complainant. Yet upon these statements the 
registration was obtained. 

The application for the registration was dealt with in the 
patent office in an entirely ex parte way, and though there was 
a formal publication on May 18, 1909, in the official gazette of 
the patent office of the notice required by section 6 of the act 
of February 20, 1905, the record in no way indicates that W. A. 
Gaines & Co. caused notice of the application to be actually 
given to any of those who had been defendants in the previous 
suit, nor that they otherwise had such notice. There is no 
indication in the record that those defendants ever knew of the 
application until long after registration had been made on July 
20, 1909. While under the act of 1905 the registration, even 
when thus made, affords a prima facie presumption of ownership 
of the trade-mark in complainant, is not that presumption entirely 
overcome by the judgment which had been rendered against 
complainant in the suit in St. Louis long before the application 
was made, and of which litigation and judgment no information 
was given by the complainant to the patent office? To ask the 
question is to answer it in the affirmative, unless such ex parte 
registration, obtained under such circumstance, and in the way 
indicated, is to override the previous judgment directed by the 
circuit court of appeals in a litigation between the opposing 
claimants of that trade-mark and in which all were fully heard. 
That such a result is impossible is, in our view, too plain for 
argument. Nor can we conceive that congress ever contemplated 
such a result when enacting the legislation of 1905. 

Notwithstanding all this, it is insisted that there is a question 
of unfair trade to be considered, and we find that in stating its 
causes of action the complainant, in its bill, while alleging an 
infringement of its trade-mark, also says: 


“That well knowing the premises and with full knowledge of this 
complainant’s rights above recited, the respondents above named, without 
the knowledge or consent, and against the will of the complainant, did 
on the 21st day of July, A. D. 1909, and thence continuously from day 
to day until the time of the filing of this bill of complaint, in violation 
of the complainant’s rights in and to its said trade-mark consisting of 
the words ‘Old Crow,’ and in invasion of the complainant’s rights under 
its said registration and in infringement of your orator’s said registered 


I 04 THE TRADE-MARK REPORTER 


trade-mark, and in fraud against this complainant and against the public, 
did make, or cause to be made, and sell or cause to be sold, in Owensboro, 
in the county of Davis, state of Kentucky, a certain spurious straight 
Bourbon whisky not the product of this complainant’s ‘Old Crow’ Dis 
tillery, or distilled by this complainant, or licensed to be distilled by 
this complainant, and that they, the said respondents, have marked or 
branded the same with the words ‘Celebrated Old Crow Whisky, Bottled 
in Bond, and have caused the same to be bottled in bond, and have 
applied to the labels thereon the words ‘Old Crow’ in script type, and 
have caused the same to be sold and transported in commerce among 
the several states of America; that a specimen of the packages so made 
and sold by respondents is exhibited with this bill and is filed herewith 
as ‘Exhibit B’ accompanying the bill.” 


The bill also states: 


“That the whisky so dealt in by the respondents and marked and 
branded with the words ‘Old Crow’ was so marked and branded for 
the purpose and with the intent to mislead and deceive the public and 
consumers of whisky distilled by the complainant and bottled in bond 
by the complainant, and the public and consumers of whisky have, by 
the said acts of the respondents, been led into purchasing the respondents’ 
whisky under the false belief that it was the whisky of the complainant, 
and that by means of the said fraud and imposition upon the public by 
means of and through the instrumentality of their said unlawful appro 
priation and infringement of your orator’s said registered trade-mark, 
the respondents have sold very large quantities of their whisky, so falsely 
marked and branded, all of which wrongful acts have resulted in injury 
to the complainant’s business and the good will thereof, and were wan 
tonly, willfully, deliberately, and maliciously done by the respondents, to 
complainant’s damage in the sum of $20,000.00.” 


If, in addition to an action for the infringement of a regis- 
tered trade-mark, the bill shows a claim for damages for unfair 
trade in blended whiskies, it is probably multifarious. However, 
the defendants have not insisted upon that objection, and the 
court will not at this stage treat the bill as open to it, but will 
dispose of the question of unfair trade upon the entire record 
before it. Treating it thus, we think the record clearly shows 
that the defendants, in using the trade-mark Old Crow, whether 
in connection with a picture of a raven, as was usual, or not, 
used what they had a clear right to use. This being so, there 
could be no deception in doing that thing. This, however, is 
what is c.aimed to constitute unfair competition with complain 
ant, and the testimony clearly shows that in other respects the 
defendants’ labels, brands, and other marks are altogether 
different from complainant's and of themselves show that com- 
plainant did not make the whisky sold under defendants’ brands. 
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So that at last this phase of the case seems to resolve itself 
into a complaint that the defendants use the words “Old Crow” 
on their labels, brands, and other marks and probably in their 
advertising matter. After much consideration, we have con- 
cluded that the defendants have acted within their rights, and 
have attempted to sell their own whisky as being of their own 
make, and not as complainant's ; each using the words “Old Crow,” 
as they had the right to do, and as the predecessor of each had 
done for over forty-five years. Besides, while at the argument 
it was much asserted that complainant's whisky was “straight” 
and defendants’ a “blend,” the testimony indubitably shows that 
much of complainant’s “Old Crow” whiskies are “blends” and so 
labeled under the pure food laws. As “blends” they are not 
within the registered trade-mark, which on its face refers only 
to “straight” rye and Bourbon whisky. The testimony also dem- 
onstrates that much of the defendants’ whisky is bottled in bond, 
and is therefore necessarily “straight,” inasmuch as under the 
statute nothing but “straight” whisky is permitted to be so 
bottled. So that as to “straight” whisky the complainant must 
be regarded as suing only on its trade-mark, while as to “blends” 
as well as “straight,” it is suing for unfair competition in trade. 
\nd in this connection it may be stated as matter almost of 
common knowledge: first, that the purchaser of drinks over 
the counter of a barroom seldom knows or is told what he is 
getting, or, if he is told, it soon becomes a matter of indifference 
to him; and, second, that the wholesale or retail dealer who buys 
from a manufacturer generally knows exactly from whom he 
purchases and the character of spirits he gets. The danger to 
the manufacturer is, therefore, not great. The same may be 
said of a wholesale dealer who sells to a retail dealer. 

It results that the decree now must be: first, that the plea 
of former adjudication is sustained; second, that the registration 
of the trade-mark under which relief is claimed in this action 
was insufficient to invalidate the judgment in the prior suit; 
third, that the charge of unfair trade has not been established ; 
and fourth, that the action be dismissed, with costs to the de- 
fendants. 
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A decree accordingly will be entered. 
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Unitrep Evectric Co. v. CREAMERY PACKAGE Mec. Co., et al. 
Eastern District of Wisconsin, March 3, 1913. 


(203 Fed. Rep., 53.) 


UNFAIR COMPETITION—THREATS OF SuIT FOR PATENT INFRINGEMENT. 

When a suit for infringement of a patent has been brought in 
good faith and is pending, the complainant is within its rights in 
notifying the defendant’s customers of the pendency of such suit and 
of its intention to prosecute all infringers upon its patent. Where 
there is no evidence of purpose to needlessly injure the defendant's 
business, no injunction will lie. 


In equity. On defendant's petition for an injunction. 
Denied. 


Harry Frease, of Canton, Ohio, and Erwin & Wheeler, of 
Milwaukee, Wis., for complainant. 
Luther L. Miller, of Chicago, Ill, for defendant. 


GEIGER, District Judge-—The complainant filed its bill, seek- 
ing to restrain infringement of letters patent and alleged acts 
of unfair trade. The defendant Creamery Package Manufactur- 
ing Company, after answering the bill, presented its petition 
herein, charging that, contemporaneously with the institution of 
this, another suit, identical as to parties and subject-matter, was 
begun by complainant in the district court for the northern 
district of Illinois; that since the commencement of such suits 
complainant, through its attorney, for the purpose of injuring 
and destroying defendant’s trade in vacuum cleaners (charged 
to be in infringement of complainant’s patent), has by means 
of threatening letters, advertisements, and circulars attempted to 
influence past or prospective customers of defendant from using 
or purchasing its product. 


The petition specifies letters written to one Long, at Akron, 
Ohio, who had purchased from defendant, notifying him that 
complainant claimed such machine to infringe complainant’s 
device, that the above mentioned suits had been instituted, that 
complainant would fully protect its rights, that users as well as 
makers of infringing articles are liable, and requesting said Long 
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to desist from further use and to settle with complainant. A 
second letter was sent, reiterating the substance of the first, but 
further notifying him that, unless by a time specified he desisted 
from using such machine, suit for infringement would be instituted 
against him. Such suit was in fact begun, and defendant charges 
that the bill therein is identical with that herein. It is averred 
generally that the suits thus begun and threatened, and the 
letters sent, were not intended for the protection of complainant’s 
legitimate rights under its patent, but to annoy and _ harass 
defendant. 

The complainant, its exceptions to the jurisdiction of the 
court having been overruled upon the authority of Warren 
Featherbone Co. v. Landauer (C. C.), 151 Fed., 130; Commercial 
Acetylene Co. v. Avery Portable Lighting Co. (C. C.), 152 Fed., 
645, and other cases, demurred in part to, and answered the re- 
mainder of, the petition; and the matter was heard upon these 
pleadings and affidavits presented by the parties. 

The answer to the petition specifically and positively denies 
that the suits were instituted, or the circulars and letters sent, 
for any purpose except the protection of the complainant’s rights 
under its patent, or threats made to bring other suits against users 
or dealers, excepting that two at Akron, Ohio, were so notified, 
which suits, however, have not been brought, because one of such 
users had given assurance that he did not in fact use or purpose 
to use the alleged infringing device, and, against the other, suit 
has been deferred pending the outcome of suits already pending. 
Such answer further responds to the allegation of the petition 
respecting the sending of other threatening letters, and the in- 
sertion of an advertisement in the Akron, Ohio, paper by denying 
specifically that any letters whatsoever had been sent, except 
those referred to in the petition and those admitted in the answer, 
and that the advertisement in the paper contained nothing more 
than a fair and legitimate statement of complainant’s claims re- 
specting infringement of its patent. 

Upon the hearing, no proofs were introduced to meet the 
denials and explanations of the complainant’s answer to such 
petition; and the only question for determination is whether the 
admitted facts will sustain clearly any inference that complainant 
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has been guilty of conduct. such as is in general terms charged 
to it. We assume that complainant is before the court to be 
dealt with in respect of any conduct disclosing a purpose to 
harass and annoy the defendant; but the burden rests upon 
the latter to show that the alleged conduct of the complainant is 
not reconcilable solely with the purpose of enforcing and_ pro- 
tecting its legal rights as a patentee. The pleadings and the 
proofs, as they now stand in this case, fall short of this in two 
particulars : 

First: The letters set out in the petition, and admitted to 
have been sent, do not disclose anything inconsistent with the 
assertion by the complainant of its legal rights, and possibly its 
duty to notify persons of its claims of infringement. Such letters 
are unmistakable in their terms, contain no misstatement of fact, 
and convey to the sendee no information which a patentee is not 
justified in sending, not only to the trade, but particularly to 
those whom it conceives to be trespassing upon its rights. 

Secondly: For the purpose of this application it must be 
taken as true that the complainant did not in fact send out letters 
or circulars other than those specified in its answer; and in this 
respect, therefore, the claim of the petitioner as to the extent of 
complainant’s conduct in circularizing the trade—and from which 
would be drawn the inference of a desire to oppress—fails. 

The authorities, while recognizing the power of the court 
to deal with a situation such as that claimed by the defendant, 
uniformly declare that unfairness and an intentional disposition 
unnecessarily to injure another's business are at the foundation 
of the right, in a suit of this kind, to invoke the protection of 
the court through an injunction against the complainant. The 
circuit court of appeals of this circuit has given its views in the 
following language: 

“Undoubtedly one claiming that his patent is being infringed should 
take steps to advise the public of his rights as provided by statute; pro 
vided, however, that if it is made to appear that under the pretense of 
so doing he is pursuing a course which is calculated to unnecessarily 
injure another’s business, and with the plain intention of so doing, his 
conduct will be deemed malicious, and he brings himself within the rule 
of law obtaining in cases of unfair competition in trade, and subject 


to injunction.” Per Kohlsaat, J., Racine Paper Goods Co. v. Dittgen, 171 
Féd., 631, 96 C. ©. A. 433. 
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As indicated, the case, as it now stands, is not brought 
within the letter nor the principle of the rule thus stated. The 
complainant has given an explanation of the institution of suits 
both at Milwaukee and Chicago, which, in the absence of clear 
proof to the contrary, justifies its conduct. It has pointed out 
the necessity of acquiring jurisdiction over all of the defendants, 
and that this is impossible in a single suit because of the diversity 
of residence of such defendants. It has met squarely and un- 
equivocally the accusation respecting the malicious sending of 
threatening letters and circulars, and the defendant petitioner 
has failed to produce the necessary proof; and it seems to me 
that, even though the zeal of the complainant may give rise to 
a suspicion respecting the singleness of its purpose to protect 
its legal rights, the power of restraining by injunction its right 
to institute further suits, or to further advise alleged infringers 
of its rights, should not be exercised, except upon a showing 
which, as in an original proceeding, is sufficiently clear to justify 
resolving against the complainant. 

For these reasons, and because the necessary proofs are 
lacking, 
order may be entered accordingly. 


the application of the defendant will be denied; and an 


[We know no case where an injunction has been granted on de 
fendant’s motion, in a suit for patent infringement to restrain com 
plainant from sending out letters or notices of the character referred 
to in this case. It seems to have been uniformly the rule of the courts 
in these cases, where any relief has been sought as incident to a suit for 
patent infringement, that such relief, when obtainable, 1s quite unconnected 
with the infringement suit and should be had outside it. (New York 


Filter Co. v. Schwartzswalder, 58 Fed. Rep., 577; Computing Scale Co. v 
Vational Computing Scale Co., 79 Fed. Rep., 962; Kelley v. Ypsilanti Dress 
Stay Mfg. Co., 44 Id., 19; International Tooth Crown Co. v. Carmichael, 


44 Id., 350.) 

Where this relief has been sought, however, by bill in equity, there 
is authority for the granting of an injunction. In an early case, the 
circulars, which were the subject of offence, were sent out maliciously 
and in bad faith for the purpose of destroying plaintiff's bill, the defend 
ant having dismissed three suits which he had brought against purchasers 
of the complainant’s goods, under circumstances showing that he did it 
because he could not sustain the action on the merits. In this case th 
court said that statements and charges intended to frighten away a man’s 
customers and intimidate them from dealing with him, may ruin him 


financially with no adequate relief unless, a court of equity can afford 
protection by injunction (Emack v. Kane, 34 Fed. Rep., 46 [51]). 
In one instance where an application for such relief came before the 


‘court on a motion for preliminary injunction, the relief was refused, 
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the court saying that in cases of this character, it was embarking upon a 
newly discovered sea, and should, therefore, proceed with the utmost 
caution (Davidson v. National Harrow Co., 103 Fed. Rep., 360). 

In overruling a demurrer to a bill charging fraudulent and malicious 
issuance of circulars stating that complainant was infringing upon de 
fendant’s patent, Judge Cox discussed the ground of relief and the 
extent to which it might go, as follows: 

“In every case, where the circulars simply assert the validity 
of the writer’s patent, the infringement thereof, and threaten suit 
against infringers, this court has uniformly refused to interfere. 
* * * The doctrine upon which the bill relies, is an exotic of 
recent origin, which has received but scant favor in the courts of 
this country. The moment it becomes a recognized branch of our 
jurisprudence, courts of equity will be urged persistently to intrude 
into the affairs of trade, and dictate the language in which mer 
chants shall advertise their wares. It will foster a system of 
vexatious judicial paternalism, which will create more evils than 
it will cure. Commerce demands no such fictitious aid. On the 
other hand, cases of such rank injustice may arise that the inter- 
ference of a court of equity may be necessary * * ¥*. The court 
is not prepared to say that a case may not be so saturated with 
fraud, falsehood and malice as to require the summary interference 
of a court of equity.” (Adriance Platt & Co. v. National Harrow 
Co., 98 Fed. Rep., 118; see also, A. P. Farquhar Co. v. National 
Harrow Co., 102, Id., 714; Baltimore Car Wheel Co. v. Bemis, 
29 Id., 95.) 

The latest case in which relief was granted is cited in the text of 
the decision (Racine Paper Goods Co. v. Dittgen, 171 Fed. Rep., 631). 

It has, in analogous cases, been held that an injunction will lie to 
prevent the malicious circulation of false statements that the trade 
mark of the author of the statement is being infringed upon (Ogilvie v. 
G. & C. Merriam Co., 149 Fed. Rep., 858; International Cheese Co. v. 
Phenix Cheese Co., 118 App. Div. (N. Y.), 499) ]. 





SCHWAHN, et al. v. MIELE, et al. 
(203 Fed. Rep., 176.) 
District of New Jersey, March 5, 1973. 


UNFAIR COMPETITION—IMITATIVE LABELS. 

The use by defendants of a label bearing the same device as 
that of complainants, a woman’s head, and similarly arranged and 
decorated, although with unimportant differences in details which 
would escape the average purchaser of the goods, is held to be con- 
ducive to deception of the public, and an injunction restraining such 
use is justified. 


In equity. On final hearing. Decree for complainants. 


— «SS 


Goepel & Goepel, of New York City, for complainants. 
Charles F. McKinney, of Newark, N. J., for defendants. 
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Cross, District Judge——The bill of complaint herein charges 
the defendants with unfair competition in trade and also wi 
infringement of trade-mark No. 58,388, registered December 11, 
1906, belonging to the complainants, and adopted and used by 
them in placing upon the market massage creams, rouges, and 
depilatory powders. The trade-mark consists of circles some- 
what spaced apart, surrounding a woman's head. In the space 
between two of the circles and over the head are the words 
“Aubry Sisters,’ while in the same space beneath the head is the 
word “Beautifier.’ The entire design is shown in black and 
white. The label as used is pasted upon the cover of a glass jar, 
and consists of narrow concentric circles in gold, between which 
is a much broader circle or band of a deep red color, on the 
upper part of which the words “Aubry Sisters” are printed in 
black letters, and on the lower part the word “Beautifier,” while 
in the center space inclosed by the red band, appears the picture 
of a lady’s head. 

The complainants, according to the testimony, have for a 
number of years been engaged in the manufacture and sale, 
among other things, of so-called massage and beauty creanis, and 
especially in manufacturing and selling a special cream under the 
name of “Beautifier.”’ Upon the covers of the jars containing 
this cream when offered for sale, were pasted the trade-mark 
and label above mentioned. It appears in the case that the com- 
plainants, first as partners and subsequently as a corporation, 
have used such design and label upon the covers of jars containing 
the above preparations when offered for sale by them from 190: 
continuously to the present time, and in connection therewith 
have built up a very large business which, with the good will 
connected therewith, is shown to be worth two hundred thousand 
dollars. 

The main allegations of the bill are denied by the answer of 
the defendants. The evidence, however, shows that the defend- 
ants, M. A. Miele & Co. and M. A. Miele, had for a short time 
prior to the commencement of this suit been engaged in manu- 
facturing and selling a massage cream under a label bearing the 
name “Beautifier,” which label was pasted upon the cover of 


the jar containing the cream, while the jar itself was of the same 
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general size, shape, material, and color as that used by the com- 
plainants, that on such label appeared the head of a woman 
surrounded by separated circles, between which was a_ black 
band, so well covered, however, with words (among them the 
word “Beautifier”) printed in large red letters as to give the casual 
observer the impression that the band itself was red. Further- 
more, the pose of the head and general appearance of the label 
were such as would be likely to deceive a purchaser of ordinary 
intelligence and capacity purchasing the article in question in 
the usual course of business into the belief that it was the cream 
manufactured and sold by the Aubry Sisters in the jars and 
under the labels above mentioned. There are undoubtedly dif- 
ferences between the labels of the complainants and defendants, 
but there is also a very strong general resemblance, and one well 
calculated to deceive the ordinary purchaser. It is a matter of 
common knowledge that articles, such as these parties dealt in, 
are generally of small value, and likely to be purchased hurriedly 
and without other than a hasty examination. Under such cir- 
cumstances, the purchaser might readily accept the defendants’ 
preparation as the complainants’, for it must be borne in mind 
that the rival labels on such occasions are not usually in juxta- 
position and consequently not capable of direct comparison. 

In this connection, it is proper to note that Isabel Hoffman, 
a defendant herein, who, however, was not served with process, 
was at one time in the service of the compiainants as a “demon- 
strator’ of the cream in question, but left their employment in 
the latter part of October, 1911. Shortly afterward she was 
employed by the defendant Miele as a demonstrator of a massage 
cream manufactured and sold by him. Until she entered his 
employment, he admits that he had never used the alleged in- 
fringing label, but immediately thereafter adopted it, and in the 
form adopted the woman’s head shown thereon is a likeness of 
Miss Hoffman. Both he and she, however, deny that she in 
anywise suggested or described the label of the Aubry Sisters 
to him, and he swears that he had never ‘seen it prior to the 
adoption of his own label. The circumstances, however, more 
than suggest that there was as a matter of fact some hidden 
connection between the complainants’ label and the adoption of 
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the Miele label just after Miss Hoffman entered his employment. 
Without doubt, the Aubry label and its successful and profitable 
) use by the complainants lay at the foundation of Miele’s adop- 
tion and use, as and when he did, of a similar label upon a like 
preparation having on its face Miss Hoffman’s likeness. It is 
altogether probable that Miss Hoffman described the Aubry label 
to Miele and advised him to get up one in that form, which he 
accordingly did, and it is also more than probable that she was 
prompted thereto by her knowledge of the Aubry label and its 


fli Se 


successful use. At all events, he adopted it and used it, and con- 
tinued to use it after he was served with notice of a motion for 
a preliminary injunction in this suit, to which motion, however, 
he offered no opposition. 

[ think the proofs establish a case of unfair trade competi- 
tion, the further prosecution of which should be enjoined. For 
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that reason and upon that ground a decree in favor of the com- 
plainants will be entered, with costs. 


4 
PALISADE MANUFACTURING CoMPANY v. EpwaArp L. JOHNSTON, 
; et al. 


Southern District of New York, April 1, 1973. 


- Ree Soler 


PRELIMINARY INJUNCTION—VOLUNTARY ABANDONMENT OF INFRINGE- 
MENT 
The fact that defendants, on being informed of their infringement, 
forthwith ceased from the acts complained of does not take away the 
right to a preliminary injunction 


James N. Catlow, for complainant. 
Leopold Spits, for defendant. 


LAcOMBE, J.—Complainant is entitled to be secured until 
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final hearing against defendants changing their present inten- 
tion not to continue infringement. Such is the rule in this dis- 
trict. (Sarlehner v. Eisner, 140 F. R., 938.) The motion is 
granted, but defendants may move for a vacation of the pre- 


liminary injunction if this decision is used for advertising pur- 
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NEW YORK SUPREME COURT 


STEPHEN Merritr BurtAL & CREMATION Co. v. STEPHEN MER- 
RIT? (0.2 BT AL. 


Appellate Division, First Department, March 20, 1913. 
(155 App. Div., 565.) 


1. TRADE-NAME—UNFEAIR COMPETITION. 

Where a man forms a corporation to take over his business, and 
assigns to it all the assets and the good will connected with such 
business, and the right to use his name, and also identifies himself 
intimately therewith by becoming its president, he is guilty of unfair 
competition if he thereafter connects himself with another’s business, 
and by advertising such relation misleads the public into believing this 
later firm to be the original one. 

2. UNFAIR COMPETITION—USE OF ONE’s NAME. 

Where a person uses his name in such a manner that it will tend to 
be confused with the name of another in the same line of business, 
previously well known to the public, such use is deemed unfair com 
petition. 

. TRADE- NAME—INJUNCTION. 

Where the bearer of a name has caused that name to be used in 
connection with a certain business, and publicly advertises this fact, 
he will be enjoined from authorizing or countenancing the use of his 
name by another in the same business. 


WwW 


Appeal from a judgment of the special term, New York 
county, in favor of plaintiff. Affirmed. 
For opinion below, see Reporter, Vol. 2, p. 373. 


Charles R. Carruth, of Buffalo, for appellants. 
Richard Ely, of New York City, for respondent. 


Scotr, J.—We are all agreed that the decree appealed from 
is right and should be affirmed in so far as it restrains the de- 
fendant corporation, and it is unnecessary to recount the reasons 
for so much of the decree further than to say that it clearly falls 
within the rule laid down in Chas. S. Higgins Co. v. Higgins 
Soap Co. 144 N. Y., 462, 39 N. E., 490, 27 L. R. A., 42, 43 Am. 
St. Rep., 769, and other similar cases. It remains only to con- 
sider those provisions of the decree which affect the two defend- 
ants, grandfather and grandson, who bear the name of Stephen 

he 


Merritt. The whole controversy turns upon the right to the use 


of the name Stephen Merritt as a trade-name. 
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The elder Stephen Merritt, known as the Reverend Stephen 
Merritt, was an undertaker on Eighth avenue near Twenty-third 
street in the city of New York as long back as 1875, having suc- 
ceeded his father of the same name, and had acquired a large 
share of public reputation and notoriety, especially in that thickly 
populated part of the city in which his place of business was 
located. In 1897 he turned his business into a corporation, called 
the Stephen Merritt Burial Company, in which two of his em- 
ployees were associated with him. He thereupon ceased to carry 
on his business individually, devoting all of his time and energies 
to the business of the corporation, of which he always owned a 
majority of the stock, and at all times controlled. To this cor- 
poration he transferred everything theretofore used by him in 
the conduct of his business. He did not in terms convey to the 
corporation the good will of his former business and the right 
to use his name as its trade-name, but we can entertain no 
doubt that it was his intention that the corporation should enjoy 
the use of his name as the distinctive trade-name of the business, 
and all of his acts were consistent only with that intention. In 
1899, he organized the present plaintiff corporation of which he 
became president. To this corporation the Stephen Merritt Burial 
Company, by an instrument executed by Stephen Merritt himself, 
as president, assigned “the entire good will, stock in hand, fix- 
tures, outstandings, merchandise and all manner and kind of 
assets and property of the party of the first part (the Burial 
Company) in any wise belonging or appertaining thereto,” ex- 
cept the franchise, and treasury stock and a lease. 

The case is replete with evidence that the Reverend Stephen 
Merritt intended that his own name should be the trade-name 
of the corporation first organized by him. No sooner had that 
corporation been organized than it began, under said Merritt’s 
direction, a vigorous selling campaign, by the issue of circulars 
and other so-called literature, in which the public was invited 
to subscribe because the business was to be an enlargement and 
continuation of that formerly carried on by him, and because he 
was to be its president and director. It was expressly declared 
that Mr. Merritt had conferred upon the company “his name, 
his life, his future and his all.’ The very certificates of stock, 
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which were sold as freely as possible, bore his name and likeness. 
A man may not incorporate his business under his own name, 
invite the public to invest in it because it does bear his name 
and therefore is identified with him, and entitled to whatever 
benefit may accrue from the use of his name and reputation, 
and then, having obtained their money, sell the use of his name 
to another and competing concern. 


“Tt is not right to profess and to purport to sell that which you do 
not mean the purchaser to have; it is not an honest thing to pocket the 
price and then recapture the subject of sale.’ Trego v. Hunt, L. R. App. 
Cas., 1896, 7. 


/ 


The legal effect of Merritt's action, as no doubt was his 
intention, was to confer upon the first corporation, the Burial 
Company, the benefit of the use of his name as a trade-name, and 
it undoubtedly constituted an item, and a very important item, 
of the good will of that company which was expressly included 
in the sale to the plaintiff corporation. 

The defendant corporation was organized in 1910 by the 
younger Stephen Merritt, a grandson of the Reverend Stephen 
Merritt, who associated himself with one Wynkoop, then an 
employee of plaintiff, and one Buckingham, who had been in 
the employ of another undertaker. The charter of this cor- 
poration was exceedingly broad and sufficient to cover the trans- 
action of almost any business, but it carefully avoided any specific 
mention of the undertaking business, rather emphasizing the 
business of dealing in real estate. The younger Merritt had 
been in the employ of plaintiff for a short time in a clerical 
capacity, but seems to have had little experience on the practical 
side of the business. This corporation opened a small establish- 
ment in 126th street, about five miles from plaintiff's principal 
place of business, and so continued until August, 1911. 

In that month the trustees of the plaintiff failed to re-elect 
the Reverend Stephen Merritt as president, but adopted a resolu- 
tion granting him an honorarium of $50 per week, provided 
he would take steps to secure an indebtedness he owed to the 
company. The legality of this action is not called in question. 
Merritt declined to accept this provision for his benefit and at 
once allied himself with the defendant corporation, from whom 
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he received a salary of $25 per week, for which he seems to 
have done little except sit around the office and give color to the 
impression that the business was identical with that with which 
his name had been so long associated. The defendant corporation 
at once took a place of business on Eighth avenue near the 
plaintiff's place of business and exploited in every possible way 
the name and picture of the elder Merritt with the evident and 
successful purpose of diverting plaintiff's trade by leading the 
public to believe that it, and not the plaintiff, was the original 
and well-known Stephen Merritt undertaking establishment. 

As I have said, we are all agreed that the defendant com- 
pany was guilty of unfair practices and has been properly 
enjoined. 

As to the younger Merritt, the decree appealed from does 
not forbid him to use his own name even in the undertaking 
business, but only requires that 1f he desires to so use his name 
he shall do so in a manner and with such explanatory suffixes 
as will truthfully show that he is not his grandfather, and will 
not unfairly, by a suggestio falsi, compete with the trade of 
plaintiff. There is ample authority for such a decree. The 
subject has but recently been carefully considered by the court 
of appeals. In IVorld’s D. M. Ass'n v. Pierce, 203 N. Y., 419, 
425, 96 N. E., 738, 740, it is said: 

“The defendant has a right to use his name. The plaintiff has the 
right to have the defendant use it in such a way as will not injure his 
business or mislead the public. When there is such a conflict of rights, 
it is the duty of the court so to regulate the use of his name by the 
defendant that, due protection to the plaintiff being afforded, there will 
be as little injury to him as possible. Defendant should so use his name 
in connection with his remedies that he will obviate deception, or with 


an explanation which will inform or be a notice to the public that those 


remedies are not those of the plaintiff’—citing Herring-Hall-Marvin 


Safe Co. v. Hall’s Safe Co., 208 U. S., 554, 28 Sup. Ct., 350, 52 L. Ed., 616; 
Devlin v. Devlin, 69 N. Y., 212, 25 Am. Rep., 173; Meneely v. Meneel) 
62 N. Y., 427, 20 Am. Rep., 480. 

As to the elder Stephen Merritt, known as the Reverend, 
the decree enjoins him from embarking upon an undertaking 
business in competition with plaintiff in his own name, or from 
granting to any other person license or authority to use his name 
or portrait for carrying on such a competing business. As has 
already been pointed out, the elder Merritt conferred upon the 
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plaintiff corporation the right to use his name as its trade-name 
and it constitutes a valuable item of its assets. Having done this, 
we take it to be well settled that he has, so far as he and his 
privies are concerned, conferred upon the plaintiff an exclusive 
right to the use of his name as a trade-name, in analogy to the 
rules respecting trade-marks, and may not use it again in compe- 
tition with plaintiff, or confer upon another the right so to use it. 
The authorities to support this proposition are numerous, and 
have been:so lately collated and reviewed by this court that it is 
unnecessary to cite them again. Ludwig & Co. v. Claviola Co., 
144 App. Div., 388, 129 N. Y. Supp., 310. 

We are, therefore of the opinion that the judgment appealed 
from is right and should be affirmed, with costs. 


CLARKE and DowLInc, JJ., concur. 


INGRAHAM, P. J. (dissenting).—Final judgment in this case 
restrained the defendant corporation the Stephen Merritt Com- 
pany from transacting or seeking to transact any undertaking, 
funeral, or embalming business, within the city of New York, 
under the name or style of “The Stephen Merritt Company,” 
or under the name, style, title, or designation of which the word 
or name Stephen Merritt forms a part; or from displaying at 
any such place or places of business within the city of New York 
any portrait, bust, or likeness of the defendant Reverend Stephen 
Merritt, or from advertising to the public that said defendant, 
Reverend Stephen Merritt, is empolyed by said corporation. The 
individual defendants are enjoined from transacting or seeking 
to transact, within the city of New York, any undertaking, 
funeral, or embalming business, under the name or title, Stephen 
Merritt Company, or under any name, style, title, or device of 
which the name Stephen Merritt forms a part, and the defendant, 
Reverend Stephen Merritt, is enjoined from transacting or seek- 
ing to transact within the city of New York any undertaking, 
funeral, or embalming business under his own name or any name, 
style, title, or device of which the name Stephen Merritt forms 
a part; or granting any license to any individual, partnership, or 
corporation transacting or seeking to transact any such under- 
taking, funeral, or embalming business within the city of New 
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York, to use the picture, portrait, name, fame, or reputation 
of the said defendant, Reverend Stephen Merritt, directly or 
indirectly, for the purpose of soliciting trade, custom, or patron- 
age. He is also enjoined from soliciting business, either for 
himself or for any individual, partnership, or corporation engaged 
in carrying on any undertaking, funeral, or embalming business 
within the city of New York. 

The defendant Stephen Merritt, Jr., is enjoined from trans- 
acting or seeking to transact within the city of New York any 
undertaking, funeral, or embalming business under the name or 
title, “Stephen Merritt Company,” or any name, style, title, or 
device of which the name “Stephen Merritt’? forms a part, or 
from acting as officer or incorporator of any corporation bearing 
such name, style, or title, engaged in carrying on either of the 
aforesaid business or businesses, except that he may carry on 
the said business or businesses under the title “Stephen Merritt, 
Jr.,” or “Stephen Merritt The Younger.” He-is also enjoined 
from using or displaying in connection with any such business 
or businesses the name, picture, or portrait of the defendant 
Reverend Stephen Merritt, or from seeking or soliciting trade, 
custom, or patronage, directly or indirectly, for any such business 
or businesses by any use of the picture, portrait, name, fame, or 
reputation of the defendant Reverend Stephen Merritt, and is 
enjoined from inserting the name Stephen Merritt in the Tele- 
phone Dirctory of the city of New York in connection with such 
business. Thus the defendants, Reverend Stephen Merritt and 
Stephen Merritt, Jr., are enjoined from conducting any under- 
taking or funeral business in the city of New York under their 
own name or being engaged in or promoting such a. business. 
Naturally one would expect that such a sweeping injunction 
would be based upon some agreement or covenant or obligation 
on the part of these defendants, either to give the plaintiff the 
exclusive right to the use of that name or of a business thereto- 
fore conducted under that name, or some affirmative covenant 
by which these defendants agreed not to conduct such a business 
or use their own names in connection therewith. But I can find 
in this record no evidence of such an agreement, or of any agree- 
ment by which the individual defendants had agreed either that 
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the plaintiff should have the right to transact business under that 
name, or which, either expressly or by implication, prevented 
either of these defendants from transacting this or any other 
business. 

The Reverend Stephen Merritt seems to have been a Meth- 
odist preacher, who went into the undertaking business and 
conducted it for years in the city of New York. He assisted in 
the formation of a corporation, which was known as “The Ste- 
phen Merritt Burial Company,” and to that corporation, in 
consideration of the issue of stock, he granted “* * * all the 
stock on hand belonging to me and used in my undertaking 
business; all hearses, carriages, horses and harness belonging to 
me and used in the said business and all other personal property 
belonging to me and appertaining to said business, * * *” sub- 
ject to the payment of certain liabilities. That corporation did 
business for some time, the Reverend Stephen Merritt being its 
president, and subsequently the plaintiff corporation was formed, 
to which the former corporation transferred its business and 
property, of which the Reverend Stephen Merritt was also an 
officer. Subsequently the plaintiff discharged the Reverend Ste- 
phen Merritt from its service, which continued to transact its 
business using his name. The person designated as Stephen 
Merritt, Jr., was a grandson of the Reverend Stephen Merritt 
and was engaged in business in the city of New York. He 
organized the defendant Stephen Merritt Company, and, after 
the Reverend Stephen Merritt was discharged from the employ- 
ment of plaintiff, this defendant corporation employed the Rev- 
erend Stephen Merritt, and they entered into business, competing 
with the plaintiff. There followed this action, which has re- 
sulted in the judgment to which attention has been called. 

The defendant called Stephen Merritt, Jr., who was never 
designated in that manner, had always called himself Stephen 
Merritt, which is his proper name and the name by which he has 
become known. He has never had any relations, directly or 
indirectly, with the plaintiff or its predecessor corporation and 
sustains no such relations to the plaintiff as would prevent him 
from conducting any business in his own name. It has always 
been the settled law of this state that, in the absence of some 
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express agreement or covenant, a person has the right to conduct 
any business in his own name without restraint from a court of 
equity. In Meneely v. Meneely, 62 N. Y., 427, 20 Am. Rep., 489, 
the defendant had been enjoined from the use of his own name 
in the bell foundry business; the referee found that the use of 
the name “Meneely” was calculated to, and did, mislead persons 
who were not personally acquainted with the plaintiffs and de- 
fendants, and that the use of the name Meneely was injurious to 
the plaintiff's business. In sustaining a reversal of that judgment, 
Rapallo, J., said: 


“The manner of using the name is all that would be enjoined, not 
the simple use of it; for every man has the absolute right to use his own 
name in his own business, even though he may thereby interfere with 
or injure the business of another person bearing the same name, provid 
ing he does not resort to any artifice or contrivance for the purpose 
of producing the impression that the establishments are identical, or do 
anything calculated to mislead. Where the only confusion created is 
that which results from the similarity of the names, the court will not 
interfere. A person can not make a trade-mark of his own name, and 
thus obtain a monopoly of it which will debar all other persons of the 
same name from using their own names in their own business.” 


Since the decision of that case, this question has been set- 
tled in this state. See, also, World's Dispensary Medical Asso- 
ciation v. Pierce, 203 N. Y., 419, 96 N. E., 738, where the court 
said: 

“It is a general principle of law that one’s name is his property, 
and he has the same right to its use and enjoyment as he has to any 
othér species of property. * * * The defendant has the right to use his 
name. The plaintiff has the right to have the defendant use it in such 
a way as will not injure his business or mislead the public.” 

In Donnell v. Herring-Hall-Marvin Safe Co., 208 U. S., 267, 
28 Sup. Ct., 288, 52 L. Ed., 481, the contention of the defendant 
was that, as against the Hall family and any one selling their 
safes or standing in their shoes, the defendant had the sole right 
to the very valuable name Hall upon or for the sale of safes. 
In speaking of that contention, the court said: 


“The good will sold was that of Hall’s Safe & Lock Company. 
There is nothing to show that while that company was going the sons 
of Joseph L. Hall could not have set up in business as safe makers 
under their own name and could not have called their safes by their 
own name, subject only to the duty not to mislead the public into sup- 
posing when it bought from them that it was buying their father’s safes. 
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Therefore it could not be contended that merely by a sale the father’s 
company could confer greater rights than it had. But it was said that, 
if a partnership had sold out by a conveyance in like terms, the members 
would have given up the right to use their own names if they appeared 
in the firm name, that in this case the Halls received the consideration 
for the good will they had attached to their name, that they ratified the 
sale and necessarily assented to it, since otherwise the corporation could 
not have sold its property or have carried out its agreement to dissolve, 
and that under such circumstances a court ought to look through the 
corporation to the men behind it” 


The court further said: 


“However it might be with a partnership, when this corporation sol 
its rights everybody had notice and knew in fact that it was not sellin 
the rights personal to its members, even if, as always, they reall 
received the consideration, or, as usual, they all assented to its act.” 


d 
\ 

A further argument was based on the confusion produced 
by the petitioner through his use of signs and advertisements 
calculated to make the public think that his concern was tiie 
successor of the first corporation and otherwise to mislead, and 
the court said: 

“This confusion must be stopped, so far as it has not been by the 
decree in force, and it will be. But it is no sufficient reason for taking 


from the Halls the right to continue the business to which they 


were 
bred and to use their own name in doing so. 


I think the defendant, the Reverend Stephen Merritt, has 
the right to engage in business in his own name, using his own 
picture in connection therewith in advertising the business and 
solicting patronage from others, and that the defendant Stephen 
Merritt, Jr., or Stephen Merritt The Younger, is also entitled 
to do business in his own name, to employ his grandfather as his 
assistant, in that business, and to advertise and solicit business 
based upon the fact that the grandfather is connected with him 
in business. I think there is evidence to justify the court in 
enjoining the defendant corporation from using its name in the 
undertaking business, as showing that it was used with the in- 
tention of unfairly competing with the plaintiff's business, and 
an injunction to that extent was justified by the evidence. But, 
after the Reverend Stephen Merritt had been discharged by the 
plaintiff from its employment, there was nothing to prevent him 
from engaging in the business, in which he had been engaged, 
both as an individual and as an officer of plaintiff and its prede- 
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cessor, and the judgment, so far as it enjoins the said defendants 
from transacting business and using the name of either the 


Reverend Stephen Merritt or his grandson, Stephen Merritt, was 
entirely unjustified by the evidence. 

Therefore, I think the judgment appealed from should be 
modified by striking out all the provisions therein, excepting the 
single provision enjoining the defendant corporation from using 
the name Stephen Merritt Burial Company in the undertaking 
business. 


LAUGHLIN, J., concurs. 


SUPREME COURT OF PENNSYLVANIA 
FRIEDMAN, et al. v. HOLLANDER Bros. Druc Co 
January 6, I9T3. 


(86 Atl. Rep., 194.) 


TRADE-MARK—LICENSE—EFFECT ON OWNER’s TITLI 

The grant to a licensee to make and put on the market a bitter 
wine under a certain trade-mark and formula, where the licensor, 
although he has ceased to use the mark, had no intent to abandon it, 
or give up his exclusive right to the use thereof, can not affect the 


latter’s right to the mark or formula, nor prejudice his later use 
thereof. Neither n his rights be cut off by a registration of the 
mark by the licens« without his consent, under.the state law. 


Appeal from a decree of the court of common pleas, Alle- 





F 
gheny county, dismissing the bill of complaint. Affirmed. 


SWEARINGEN, P. J.—Found facts and rendered an opinion 
as follows: 


‘ “The plaintiffs in their bill alleged that they had on Novem- 
ber 5, 1909, acquired the business theretofore conducted by Adolph 
’ Hollander under the name, ‘Hollander Drug Company’; that he 
g had been manufacturing and selling certain medicines under trade- 
1 names and trade-marks, used exclusively by himself, among 


which was a bitter wine called ‘Telinko,’ said name appearing 
upon the labels of the bottles in large script type; that said Adolph 
Hollander had used said trade-name or trade-mark since January 








pe. 
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1, 1903, and on July 23, 1907, had registered it with the secretary 
of the commonwealth of Pennsylvania; and that the defendant, 
for the purpose of deceiving those who might desire to purchase 
plaintiffs’ product, had commenced the manufacture of an in- 
ferior preparation, which it had placed upon the market under 
the same name, ‘Telinko,’ and in bottles of the same size and 
appearance as the plaintiffs’, upon which an intentionally simu- 
lated label was placed. The plaintiffs, alleging that they had 
been and were being damaged, prayed for a discovery, for an 
accounting, and for an injunction, restraining the defendant 
from using, in connection with the manufacture, advertisement, 


and sale of medicinal preparations, the word, “Telinko,’ or any 
like name. In its answer the defendant denied that Adolph Hol- 
lander ever had any exclusive rights in the making of the said 
bitter wine or in the trade-name ‘Telinko,’ and denied that the 
plaintiffs had acquired any exclusive rights therein. It averred 
that Joseph M. Hollander, the president of defendant company, 
had originated said bitter wine and the name ‘Telinko,’ that he 
had given to said Adolph Hollander a mere license to make the 
preparation and to use the name, and that said Joseph M. Hol- 
lander had never abandoned his proprietary rights in the said 
preparation and trade-mark, which now belong to the defendant. 
“From the evidence we find the following: 


“FINDINGS OF FACT. 


“One: The plaintiffs, William Friedman and Herman Konig, 
are partners doing business as the Hollander Drug Company, 
and they are in the business of manufacturing chemists in the 
bérough of Braddock, Allegheny county, Pa. The defendant, 
the Hollander Bros. Drug Company, is a corporation under the 
laws of Pennsylvania, and its principal place of business is in 
the said borough of Braddock. It was incorporated in the year 
1907. Joseph M. Hollander is the president of the said corpora- 
tion, and is a large stockholder therein. 

“Two: For some years prior to 1899, Adolph Hollander, a 
brother of the said Joseph M. Hollander, was engaged in the 
wholesale liquor business in the said borough of Braddock. He 
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became financially embarrassed, and on January 19, 1899, at No. 
148 in bankruptcy, he was adjudged a voluntary bankrupt in 
the United States district court for the western district of Penn- 
sylvania. Prior to said adjudication in bankruptcy, he had no 
experience in the preparation of medicines, and he never was a 
chemist. 

“Three: Prior to 1901, the said Joseph M. Hollander was 
a chemist engaged in manufacturing patent medicines and in 
the drug business in the said borough of Braddock. About 
September, 1901, he originated a formula for the preparation 
of a bitter wine called in the Hungarian language ‘Horke Vino,’ 
which he manufactured and sold. About the same time he, with 
the assistance of one G. F. Ebers, originated the word ‘Telinko,’ 
which really had no meaning, but was believed to resemble in 
sound and spelling foreign words; and the said Ebers designed 
for him a label for the outside of the amber-colored bottles in 
which said bitter wine was contained, having thereon the words: 
‘The new discovery, Elixir of ‘“Telinko,” bitter wine, the greatest 
wonder of the age. Horke Vino, Hollander Drug Company,’ 


ey 


the word ‘Telinko’ being printed in script type of red color. Said 
Joseph M. Hollander manufactured and sold said bitter wine 
under the name ‘Telinko’ for some time at his drug store. Some 
time afterwards—the date is not made clear in the evidence—he 
quit the drug business. 

“Four: Adolph Hollander was still a bankrupt. He de- 
sired to engage in some business. At his solicitation Joseph M. 


Hollander gave him the use of a number of formulae for the 
compounding of medicines, among which was the formula for 
the bitter wine ‘Telinko.” Just when this occurred is not made 
clear in the evidence. It is averred in the third paragraph of 
the bill that Adolph Hollander had used said trade-name since . 
January 1, 1903. But Joseph M. Hollander did not give to 
Adolph Hollander an exclusive right in said formula for the 
preparation of ‘Horke Vino,’ nor did he give Adolph the exclu- 
sive right to use the name ‘Telinko’ in connection therewith. 
“Five: Thereafter Adolph Hollander manufactured and 
sold ‘Telinko’ in very considerable quantities, and built up a 


1 


large trade with the knowledge of said Joseph M. Hollander 
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This continued until his death. Said preparation was placed in 
quart bottles which were packed in cases containing one dozen 
bottles each. Each bottle had placed on it a label. Before plac- 
ing said labeled bottles in boxes, they were each wrapped in 
cardboard cartons. On July 3, 1907, Adolph Hollander had said 
trade-name ‘Telinko’ registered with the secretary of the com- 
monwealth of Pennsylvania. Joseph M. Hollander was not aware 
of said registration until this litigation commenced. 

“Sixth: Adolph Hollander died August 30, 1909, testate, 
having made his will dated the 21st day of August, 1909, which 
was duly probated after his death and the same now remains 
on file in the register’s office of said county of Allegheny. In 
and by said will the testator devised and bequeathed all his 
property to his widow, Sophia Hollander, and appointed her 
executrix ; and letters testamentary were issued to her. 

“Seventh: On the 5th day of November, 1909, said William 
Friedman and Herman Konig acquired the business theretofore 
conducted by the said Adolph Hollander until the time of his 
death from Sophia Hollander, executrix, and sole legatee, under 
the will of the said Adolph Hollander, and under said agreement 
acquired whatever rights the said Adolph Hollander had in his 
lifetime and at the time of his death in the trade-mark ‘Telinko.’ 

“Eighth: The Hollander Bros. Drug Company was incor- 
porated in 1907, and Joseph M. Hollander became and still is 
the president. The same year said Joseph M. Hollander, for the 
defendant, began the preparation of bitter wine, similar to that 
which he had previously manufactured, but under the name 
‘Cintoria.’ This name was adopted in compliance with what was 
thought to be the proper construction of the Pure Food and 
Drug Act of congress, which requires the name of the mixture to 
bear some resemblance to the names of the ingredients. About 
September I, 1910, said Joseph M. Hollander, for said defendant, 
began the manufacture and sale of “Telinko,’ which is prepared 
for sale in amber-colored bottles, each having thereon a label 
The said labeled bottles are placed in cardboard cartons, each 
having thereon a wrapper. 

“Ninth: Both preparations are sold to the trade in said 
original packages with the cartons wrapped around each bottle, 
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the cartons being attached when separate bottles are sold. No 
attempt was made by the defendant to copy or simulate the 
wrappers and labels used by the plaintiffs in the manufacture 


1 
} 
i 


and sale of ‘Telinko.’ These markings were used by defendant 
in the belief that Joseph M. Hollander had never parted with 
his right to use the same; and he never did abandon his right 
to make and sell said preparation of bitter wine, nor did he 
abandon his right to use the word ‘Telinko’ in connection there- 


with. 
~'OPINION. 


“The testimony in this case is of the most conflicting char- 
acter. The evidence indicates that Joseph M. Hollander origi- 
nated the formula for a bitter wine called ‘Horke Vino’ in the 
latter part of the year 1901. He was a chemist and had a drug 
store; and he had already originated a number of formulae 
for patent medicines. It is also evident that said Joseph M. Hol- 
lander and G. F. Ebers about the same time originated the word 
‘Telinko,’ and prepared a label for the bottles in which the prep- 
aration was to be put up and sold. Mr. Ebers testified that this 
was the way the word and label originated; and this account 
appears more credible than that given by the plaintiffs’ witnesses. 
Adolph Hollander never was a chemist. He had been in the 
wholesale liquor business and had become a bankrupt in 1899. 
He therefore had no business and no assets. The evidence indi- 
cates that he and Joseph M. Hollander were associated together 
in some way for a time. A corporation called the Hollander 
Drug Company was organized in 1899, and they both appear to 
have been interested in it. A partnership by the same name was 
also formed between them and one Israel Rosenbloom in the 
year 1900, but just how the business was conducted is not clear. 
Mr. Rosenbloom was upon the stand, and did not appear to know 
anything about the partnership, although he admitted his signa- 
ture to the articles. But he did testify that what business they 
did was under the corporation, and he exhibited a number of 
certificates of stock which had been issued to him. The plaintiffs 
contended that the right to the formula for ‘Horke Vino,’ and 
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the right to use the name ‘Telinko’ were in the partnership, and 
that Adolph Hollander became the sole owner thereof upon the 
dissolution of the partnership, Joseph and Rosenbloom having 
transferred their interests to him. <A dissolution agreement, 
dated April 25, 1901, was produced. But ‘Telinko’ was not 
originated until long after said dissolution, and therefore the 
title to that ¢ormula was never in the partnership. 

“We therefore think that the defendant’s account of the 
transaction is the more likely. It is substantially this: Adolph, 
being bankrupt, solicited from Joseph the use of the formulae 
so that he might get into some business. Joseph finally gave 
Adolph the right to use a number of formulae for patent medi- 
cines, which the former had originated, among them _ being 
‘Telinko, and Adolph did thereafter, in that way, begin the 
manufacture and sale of ‘Telinko,’ Joseph for a time making it 
for him. Sometime afterwards Joseph went out of the drug 
business, but the evidence does not show that he ever abandoned 
his rights to his formula and the name. Adolph had the right 
to use the formula and to make it, but Joseph never parted with 
his original rights. This being true, the registration of the 
trade-mark made by Adolph did not and could not prejudice 
Joseph’s right to manufacture and sell the article which he had 
originated. And, consequently, Adolph’s right to use the formula 
and the said trade-name can not be held to be exclusive. 

“The court dismissed the bill. Plaintiffs appealed.” 


Argued before Feit, C. J., and Brown, MEstTREZAT, STEW- 
ART, and MoscuZiskeEr, JJ. 


Joseph Stadtfeld, of Pittsburg, for appellants. 
Charles F. Patterson and Alexander Gilfillan, both of Pitts 
burg, for appellee. 


Per CurtAm.—The decree is affirmed at the cost of the ap- 
pellants on the findings of fact and the opinion of the court by 


Judge Swearingen. 


On the effect of a license to use a trade-mark, see Reporter, Vol. 2, 
p. 133, note. 
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OSEPH LAY CO. V. INDIANAPOLIS BRUSH AND BROOM MEG. CO 1S8Q 
COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


THe JosepH Lay Company v. INDIANAPOLIS BRUSH AND Broom 


\LANUFACTURING COMPANY. 
February 3, 1913. 


1. TRADE-MARK REGISTRATION—ACQUIESCENCE IN RULING BY PATENT 

OFFICE. 

Where an application for registration of a trade-mark was refused 
on the ground that the mark was not a technical trade-mark and 
applicant filed a new declaration alleging exclusive use of the mark 
for ten years next preceding the passage of the trade-mark act, he is 
estopped to urge thereafter that the registration was other than under 
the ten-year clause 

2. SAME—CANCELLATION—Usg Not ExciusivE Durinc THE TEN-YEAR 

PERIOD. 

\n application for the cancellation of a registration, effected under 
the ten-year clause of the act, of a mark for brooms consisting merel\ 
of a red band at the top of the broom is properly sustained where th« 
evidence shows that another used this identical mark during th 
ten-year period. 


Mr. John E. Cross, for the appellant. 
Vr. V. H. Lockwood, for the appellee. 


Rone, J.—This is an appeal from a decision of the commis- 
sioner of patents sustaining a petition of the appellee for the 
5 cancellation of a trade-mark registration by the appellant. 

The appellant corporation has long been a manufacturer of 

brooms, as has the appellee. In March, 1910, it filed an applica- 
tion in the patent office seeking the registration of a red band 


: applied to the extreme upper end of the body portion of a broom 
. as a technical trade-mark. This application was promptly denied 
upon the ground that it consisted merely of a red band and was 
therefore not registrable as a technical trade-mark. To this 
' action appellant responded insisting that it was 
entitled to the registrat of the red band shown in the drawings a 
panving this application as a technical trade-mark 
lhe patent office, however, adhered to its former decision, 
: the opinion concluding as follows: 


that the mark disclosed is not registrable as a tech 


de-mark and registration is accordingly again re fused. 
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\ppellant acquiesced in this decision, canceled its declara 
tion, and filed a new declaration alleging exclusive use of the 
mark for ten years next preceding the passage of the act of 
February 20, 1905. Upon this amended petition, favorable action 
was taken by the patent office, whereupon the petition of ap 
pellee for cancellation was filed. 

Appellant now concedes what it must have known when it 
filed its amended application, namely, that appellee was using 
this identical mark during said ten-year period, such use com- 
mencing as early as 1900, when a patent-infringement suit was 
prosecuted by the appellant against the appellee which resulted 
favorably to the latter company. The fact of such use of the 
mark during the ten-year period by the appellee of course dis 
entitled appellant to registration under the ten-year clause. Ap 
pellant, however, advances the proposition that, notwithstanding 
its original application was denied by the patent office upon the 
ground that the mark is not technical, in which denial it acqui- 
esced, it may now treat the registration subsequently obtained 
under an averment of ten years’ exclusive use as that of a tech 
nical mark. This proposition is manifestly unsounu. 

While, as we have many times suggested, the purpose and 
effect of the trade-mark act is not finally to determine the right 
of property in the trade-mark registered, but rather to furnish 
prima facie proof of such right, the functions of the patent office 
tribunals in passing upon applications are not merely ministerial 
but quasi-judicial. (Bronson v. Duell, 17 App. D. C., 471, 473.) 
It is settled that the doctrine of res adjudicata applies to pro- 
ceedings in the patent office in the same manner as in the courts. 
(Bluthenthal & Bickart v. Bigbie Bros. & Co., 33 App. D. C., 
209; Blackford v. Wilder, 28 App. D. C., 535; Newcomb Motor 
Co. v. Moore, 30 App. D. C., 464.) In this case appellant is not 
proceeding against the appellee as an infringer of its mark, but 
is seeking to sustain a registration obtained in the patent office, 
and this proceeding involves that registration. In Durham v. 
Seymour (6 App. D. C., 78, 89, 90), which was a suit in equity 
gainst the commissioner of patents by a party whose application 
or patent had been rejected by the commissioner, to compel 
the issuance of the patent, the petitioner while prosecuting his 
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application in the patent office acquiesced in objections of the 
examiners and repeatedly amended his claims, so that when final 1 
action was had in the patent office three claims only remained. 
It was his contention in the equity proceeding that he was not 
concluded by his action in the patent office. The court, however, 
rejected this contention, saying: 

He had his election to stand by his specifications and claims, and to 
demand a decision thereon as presented, with the right to appeal there 
from, if adverse, to the court, directly as provided in section 4911, and 
indirectly through bill in equity under section 4915; or to amend his 
application, alter his specifications, and abandon any part or parts of 
his claims based thereon. * * * Having elected to amend again and 
again and finally to stand upon three claims which were rejected, we 
think the abandonment of all else is as complete as if he had succeeded 
and received his patent thereon. 

By analogy, the reasoning in that case is applicable to the 
present. Here the appellant sought the registration of a red 
band as a technical trade-mark. This application being twice 
refused, it was abandoned and an amended application based 
upon the ten-year clause was filed, and that application is the 
one before us. Clearly appellant is now estopped to urge that 
the registration was other than under the ten-year clause. Had 
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its original application contained averments sufficient to warrant 





registration either as a technical trade-mark or under the ten- 
vear clause, and the decision of the commissioner had been gen- 


' 
eral. we would have considered the registration in a light most | 
favorable to appellant. (McIlhenny’s Son v. The New Iberia Co., 
30 App. D. C., 337). But here the commissioner has left no 
room for conjecture, nor has the appellant. It is unnecessary, 
therefore, to determine whether appellant's mark may be sus- 
tained as a technical trade-mark, since that question is not be- | 
fore us. 
The decision is affirmed. | 
IN RE Boston WINE & Spirits COMPANY. | 


December 30, 1912. 


1. TRADE-MARKS—Goops OF THE SAME DescrIPTIVE PROPERTIES—“Cock- 
TAILS” AND “Wuisky, Rum, GIN, BRANDY, COCKTAILS, AND 
PUNCHES.” 

Whisky, rum, gin, brandy, cocktails, and punches are all goods of the 
same descriptive properties as cocktails. 
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2. OpposiTION—REs ADJUDICATA. 


Where an application for the registration of the words “Exchange 
Club” as a trade-mark for whisky, rum, gin, brandy, cocktails, and 
punches was opposed by one who alleged use of the word “Club” as a 
trade-mark for cocktails and an interference was declared between 
the application and the prior registration of the words “The Club” for 
cocktails and in both opposition and interference judgment was ren 
dered against the applicant on default and thereafter applicant presented 
an amendment limiting his application to blended rye whisky, the amend 
ment was properly refused admission and applicant refused registration, 
since the question of his right to registration was res adjudicata by 
the adverse decisions in the opposition and in the interference. 


Mr. C. W. McDermott, for the appellant. 
Mr. W. S. Ruckman, for the commissioner of patents. 


VAN OrsDEL, J.—This is an appeal from the decision of the 
commissioner of patents refusing appellant’s application for the 
registration of the words “Exchange Club” as a trade-mark for 
whisky, rum, gin, brandy, cocktails and punches. The applica- 
tion was originally filed November 1, 1907. On _ publication, 
opposition was filed by G. J. Heublein & Brother, who alleged 
use of the word “Club” for cocktails since 1862. Before the 
opposition was disposed of, an interference was declared with 
the prior registration of Heublein & Brother of the words “The 
Club” as a trade-mark for cocktails. In the opposition proceed- 
ing, judgment was rendered against appellant on default, from 
which no appeal was taken. In the interference, times were 
fixed for the taking of testimony, but no evidence was taken by 
appellant, and, on May 14, 1908, the examiner of interferences 
notified appellant that— 
judgment on the record will be rendered against. the Boston Wine & 
Spirits Company unless good and sufficient cause is shown on or befor 
May 23, 1908, why such action should not be taken. 

Appellant made no response to the notice, and the examiner 
on May 27, 1908, entered a judgment “of priority of adoption 
and use of the trade-mark in issue” in favor of Heublein & 
Brother. No appeal was taken from this decision. 

On February 20, 1908, just before the examiner gave ap- 
pellant notice to show cause in both the opposition and inter- 
ference proceedings, appellant filed in his ex parte application 


the following amendment: 
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Cancel from the particular description of goods “cocktails and 
punches.” 

It is now contended by appellant that the filing of this 
amendment was equivalent to a disclaimer of the matter in issue, 
and operated to terminate the interference and opposition pro- 
ceedings. This contention, if meritorious, should have been 
presented to the examiner in response to his notice to show cause. 
The result, however, could only have been the same, since the 
matter in issue was not the application of appellant’s mark to 
“cocktails and punches,’ but to any of the goods named in his 
application, all of which possessed the same descriptive qualities 
as the goods to which the Heublein marks were applied. 

No further action was taken by appellant until May 27, 1911, 
when it directed the entry of the following amendment to its 
ex parte application: 

Cancel the words “rum, gin, brandy, cocktails, and punches” in line 
10 of the statement, and insert the words “blended rye” before “whisky,” 
same line 

The examiner f trade-marks refused to allow the amend- 
ment on the ground that appellant was barred by the judgment 
in the opposition proceeding. Appellant requested reconsidera- 
tion, but the examiner again refused to allow the amendment, 
suggesting, however, to appellant, that, if it still believed that 
the matter should be reopened, it should petition for that purpose 
in accordance with the regular practice. Accordingly, appellant 
petitioned the commissioner of patents to instruct the examiner 
to enter the amendment. The commissioner denied the petition, 
stating that the judgment in the interference and opposition pro- 
ceedings— 
from which no appeal was taken terminated applicant's right to register 
the trade-mark, 
and holding further that it would be useless to reopen the case, 
since the merchandise set forth in appellant’s application and 
the proposed amendment is of the same descriptive properties 
as that of the opposer, and that appellant would not, therefore, 
be entitled to registration. From this decision of the commis- 
sioner the present appeal was taken. 

We are of the opinion that appellant’s right to further hear- 
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ing upon his ex parte application was barred by the judgment in 
the opposition and interference proceedings. Not having ap- 
pealed from those judgments, they became res judicata of ap- 
pellant’s rights under his original or amended applications. In 
the case of in re Herbst (32 App. D. C., 269) an attempt was 
made by Herbst to renew its application ex parte after final 
judgment in an interference involving the same application from 
which no appeal had been taken. But the commissioner refused 
registration, on the ground that his rights had been adjudicated 
in the former judgment. This court, in an opinion by Mr. Jus- 
tice Robb, affirming the decision of the commissioner, said : 

It affirmatively appears in the present case that the interference pro- 
ceeding followed the requirements of the statute. The examiner of in- 
terferences determined that neither party to the interference was entitled 
to register the mark, and the commissioner, on appeal, sustained that 
decision and denied registration to each party. Appellant’s remedy, if 
he was aggrieved by the decision of the commissioner, was by way of 
appeal to this court. When the time within which an appeal might have 
been taken from that decision expired, the decision became final and 
was res judicata, and appellant had no more right to prosecute his original 
application before the examiner of trade-marks than he would have had 
to prosecute his application before the examiner for the second time after 
an adverse decision by the commissioner in an ex parte case. (U. S., ex 
rel. Newcomb Motor Co. v. Moore, 30 App. D. C., 464.) 

We are not able to distinguish the present appeal from the 
above case. If appellant was aggrieved by the judgment of the 
examiner in either the opposition or interference proceeding, or 
both, he had the right of appeal to the commissioner, and, if 
dissatisfied with the commissioner's action, the way of appeal 
was open to this court. But neglecting to avail himself of the 
method provided, the judgments became final, and are a bar to 
the further prosecution of his original application. 

The decision of the commissioner of patents is affirmed, and 
the clerk is directed to certify these proceedings as by law re- 
quired. 


SAUERS MILLING COMPANY v. KEHLOR Flour MILLS COMPANY. 


January 22, 1913. 


1. OppositloN—PLEADINGS—Parties BouND BY STATEMENTS THEREIN. 
In an application for registration of the word “Brilliant” as a 
trade-mark for flour it was alleged that the mark had been used by 
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applicant and its predecessors since 1868. In an answer to a notice 
of opposition filed to the application, a similar allegation of use was 
made, and reference was also made to a registration in April, 1877, 
and to an assignment thereof in 1878 to applicant’s predecessor. In 
the testimony on behalf of the applicant it was stated that this claim 
of use was based on the statement in the assigned registration. The 
opponent contended that this assignment was invalid, being unaccom- 
panied by the good will of the business, and evidence only of abandon- 
ment by the assignor, that the applicant was bound by its allegation 
of use by the assignor, and that it has no right to the exclusive use of 
the mark, since the opponent had used the word “Brilliantine” since 
1874. It seems that the contentions of the appellant in this respect 
are well founded, and that the opponent has the right to assume the 
facts as stated in the answer of the applicant and in its application 
herein, to be true. 
DEscRIPTIVE TERM—‘“BRILLIANT” FOR FLOUR. 

The word “Brilliant” as applied to flour is descriptive and not 
registrable as a trade-mark therefor. 


w 


Mr. Bruce S. Elliott and Mr. Geo. W. Rea, for the appellant. 
Mr. F. M. Phelps, for the appellee. 


BARNARD, J].—The appellee filed an application in the patent 
office for the registration of a trade-mark, consisting of the word 
“Brilliant,” printed diagonally across a diamond-shaped _back- 
ground divided into quarters, with a large letter K printed in 
the middle of each quarter, the same to be used as a label, and 
by stamping, stenciling, printing, or otherwise impressing the 
same upon barrels, sacks, or other receptacles containing flour. 

In this application the appellee stated that the trade-mark 
sought to be registered had been continuously used in the business 
of said corporation and its predecessors, from whom it derived 
title, since about March 19, 1868. 

Said application was verified by the affidavit of Peyton T. 
Carr, as president. 

The appellee also filed an additional affidavit, sworn to by 
its president, in which it was recited that the appellee, on October 
13, 1903, for valuable consideration, purchased and succeeded 
to all the accounts, bills receivable, choses in action, business, 
good will, brands, name and trade-marks, of James B. M. Kehlor, 
and has continuously since that date conducted the business as 
his successor, and that included in said transfer and succession 
was the said trade-mark “Brilliant.” 

On the filing of this application and affidavits, publication 
was made under the order of the commissioner of patents, giv- 
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ing notice to any person who believed he would be damaged by 
the registration, to file his opposition within thirty days after 
the publication of the said notice; and thereupon, the appellant 
filed notice of opposition. 

The grounds given by the appellant for opposing the reg- 
istration of the said mark, were, first, because prior to the com- 
mencement of use by the said Kehlor Flour Mills Company of 
the alleged trade-mark “Brilliant,” as applied to wheat flour, the 


said Sauers Milling Company commenced to use, and has since 


continued to use, and has used for more than twenty-five years 


last past, the trade-mark named “Brilliantine,” as applied to 
wheat flour; second, because said alleged trade-mark, “Brilliant,” 
so applied, is descriptive of the goods in connection with which 
it has been applied by the said appellee, and being so descriptive, 
said appellee has not (by reason of the use by the Sauers Milling 
Company, for a period of twenty-five years last past, of the trade- 
mark named “Brilliantine’), been in actual and exclusive use 
of the trade-mark, “Brilliant,” an equivalent word, for a period 
of ten years next preceding February 20, 1905; and third, be- 
cause said alleged trade-mark, “Brilliant,” applied to wheat flour, 
is geographical. 

The said Kehlor Flour Mills Company answered the said 
notice of opposition, the answer being duly verified by the presi- 
dent of the company. In this answer, the respondent admits that 
the said word, “Brilliantine,’ so nearly resembles respondent's 
said trade-mark, “Brilliant,” as to be likely to be mistaken there- 
for by the public, and so nearly resembles the same as to be likely 
to cause confusion or mistake in the minds of the public, and to 
deceive purchasers; but it avers that the use of the word “Bril- 
liant,”’ as a trade-mark, by the respondent, was long anterior to 
the use of the word “Brilliantine”’ by the said Sauers Milling 
Company. 

It denies that the word “Brilliant,” as applied to wheat flour, 
is descriptive of the goods; and it denies that the Sauers Milling 
Company used the name “Brilliantine” for a period of twenty-five 
years last past, or for any period; and if it has used the name 
at all, it avers that it was an infringement and violation of the 
respondent’s exclusive right in its trade-mark, “Brilliant.” 
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It also denies that the word “Brilliant,” as applied to wheat 
flour, is geographical. 

Further answering, the respondent avers that the word 
“Brilliant,” as applied to wheat flour, is an arbitrary and meaning- 
less word, not geographical or descriptive, and that it is a valid, 
technical trade-mark, and is the exclusive property of the re- 
spondent, and has been continuously used in the respondent’s 
business, and in the business of its predecessors from whom it 
derived title, since about March 19, 1868, as stated in its applica- 
tion herein. That respondent is the successor in business of 
James B. M. Kehlor, from whom it acquired title to said trade- 
mark, ‘Brilliant,’ he having used the said mark continuously 













upon flour of his own manufacture and selection, from June 25, 
1878, until October 13, 1903, when the respondent company was 
organized, and the mark transferred to it. 





It refers to the registration of the trade-mark, “Brilliant,” 
to Jenkins & Hover, of Oswego, N. Y., No. 4,518, April 3, 1877, 
and the assignment to James b. M. Kehlor, recorded in the pat- i 
ent office June 25, 1878, and registration to James B. M. Kehlor, 
No. 33,319, August 8, 1899. 

In the testimony taken, William C. Ellis, of St. Louis, was 


— 


examined. He had been a stenographer with said James B. M. 
Kehlor, and with the appellee corporation; and in response to a 
question, on pages 93 and 94 of the record, he stated that said 
firm claims the use of the trade-mark since about March 109, 
1868, and that that date was based on the Jenkins & Hover regis- 









ee 


tration, in which they swore to use nine years prior to the date of 
their application. 


In connection with his testimony, a copy of the assignment 
from Jenkins & Hover to James B. M. Kehlor, was filed, as fol- 
lows: 





















For value received, we hereby sell and assign to J. B. M. Kehlor 

all our right, title and interest in and to the trade-mark for flour, “Bril t 
liant,’ said mark having been registered by us in the patent office of the iy 
United States, and certificate of such registration issued, numbered 4,518, re 
April 3, 1877, by th mmissioner of patents ia 
(Signed) Jenkins & Hover ie 

ty 

The examiner of intereferences, in his opinion, holds that Es 
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the evidence establishes the adoption of the mark by the Sauers 
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Milling Company at least as early as 1874, and that Kehlor, and 
his successors, used the same since 1873. 

He holds that there is not a particle of evidence in the case 
to show that Jenkins & Hover were using the mark in 1873, or 
that they ever used the mark at any time. That the statements in 
the Jenkins & Hover registration are not proof of actual use 
of the mark. He concludes, that as the Kehlor Flour Mills Com- 
pany adopted the mark as early as 1873, a year prior to any date 
established on behalf of the opposer, it follows that said com- 
pany is entitled to prevail; and he decided that the word “Bril- 
liant’ is not descriptive, and not geographical; and he therefore 
dismissed the opposition, and adjudged that the Kehlor Flour 
Mills Company was entitled to register the mark. 

On appeal to the commissioner of patents, the decision of 
the examiner of interferences was affirmed. 

The commissioner of patents held that there is no evidence 
of the use of the mark by Jenkins & Hover prior to 1873. He 
held that the testimony shows that the mark in issue was first 
made by the firm of Alexander H. Smith & Co., between 1861 
and 1869; that said company became bankrupt in 1869, and 
the property was sold under deed of trust, and purchased by 
Kehlor, Updyke & Co. That company was succeeded by Kehlor 
Bros., who in turn were succeeded by James B. M. Kehlor, and 
the latter was succeeded by the appellee, Kehlor Flour Mills 
Company. 

The appellant filed a petition in the patent office for a re- 
hearing by the commissioner, which was denied; and thereupon 
the appeal was taken to this court. 

The appellant assigns, as reasons for the appeal, that the 
commissioner of patents erred in affirming the decision of the 
examiner of interferences; and that he erred in not holding said 
trade-mark to be used by others prior to and subsequent to its 
adoption by Kehlor Flour Mills Company; and that he erred 
in holding that there is no evidence of use of the mark by Jen- 
kins & Hover prior to 1873; and that he erred in not holding 
that the Kehlor Flour Mills Company, by evidence of record in 
the United States patent office, had furnished evidence of the 
use of the mark by Jenkins & Hover prior and subsequent to the 
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date of the adoption of the mark by said company; and that he 
erred in not holding that the Kehlor Flour Mills Company is 
estopped to deny use of the mark by Jenkins & Hover, prior to 
1873; that he erred in not holding that Jenkins & Hover con- 
structively abandoned the mark in 1878, and that said mark then 
became public property; and that the Sauers Milling Company, 
having established use since 1874, is entitled to continue such 


use, and to prevail in its opposition to the registration of the 
said mark. That he erred in not holding that the word “Bril- 
liant,” applied as a trade-mark to flour, is descriptive. 


Counsel for the appellant contend that their client was en- 
titled to rely upon the statements of the appellee made under 
oath, that Jenkins & Hover began the use of the trade-mark, 
“Brilliant,” as early as 1868. That they are entitled to assume 
that fact from the pleadings in this case, and that there is nothing 
in the record to contradict it. 

Assuming that to be true, they contend that the assignment 
from Jenkins & Hover of the said trade-mark, to J. B. M. Kehlor, 
which was recorded in the patent office on June 25, 1878, was 
invalid as an assignment, for the reason that an assignment of 
a trade-mark, and nothing more, being unaccompanied by the 
business or good will in which the trade-mark had been used, is 
ineffectual for any purpose except to be evidence of an abandon- 
ment of the mark by the assignor. (Jackson Corset Co. v. Cohen, 
38 App. D. C., 482.) 

This court held, in The American Stove Co. v. The Detroit 
Stove Works (31 App. D. C., 306), that the registration of a 
trade-mark under the old trade-mark law, which was declared 
unconstitutional, is nevertheless evidence of the use of the trade- 
mark by the registrant; and the fact of that use in this case hav- 
ing been alleged by the appellee repeatedly, under oath, and their 
claims based upon it, it must be assumed that the opposer had a 
right to rely upon that fact in this case. 

If the trade-mark, “Brilliant,” was used as early as 1868, 
by Jenkins & Hover, and their use of the same was not abandoned 
until 1878 by the assignment to Kehlor; and if no right to the 
use of the mark had been received by Kehlor under the said 
assignment, then the appellee could have had no exclusive right 
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to the mark, or to have it registered under the application in this 
case, for the reason that the opposer was using the word “Bril- 
liantine”’ as a trade-mark from 1874. 


The facts claimed to be established by the appellant would 
make the mark free property, after its abandonment by said Jen- 


kins & Hover; and the appellee, not being the exclusive user of 
the same, was not entitled to registration, and could not pre- 
vent the opposer from continuing the use of the equivalent word, 
“Brilliantine.” 

We are disposed to think that the contentions of the appel- 
lant in this respect are well founded, and that said Sauers Milling 
Company has the right to assume the facts as stated in the answer 
of the Kehlor Flour Mills Company, and in its application herein, 
to be true, in the absence of anything in the record to the con- 
trary. 

The purchase of the mill and other property by appellee's 
predecessor, from Alex. H. Smith & Co., did not include the 
trade-mark of said firm, if any it had, and therefore adds nothing 
to appellee's title to exclusive use of the mark. 

A second point strongly urged is that the word “Brilliant,” 
which is the principal feature of this trade-mark, is not a word 
that is entitled to registration as a trade-mark, because of its 
descriptive character when applied to flour. The testimony 
shows that it indicates bright flour that shows up well, and is of 
a superior quality, as distinguished from the darker brands; and 
that the bright flour is considered of greater value, and more 
sought after by purchasers than the darker brands. 

The dictionaries define the word as synonymous’ with 
“bright,” or “splendid,” and when applied to flour, the evidence, 
as well as reason, would seem to indicate that it meant the bright, 
white product of the wheat flour, after the darker portions of the 
grain has been removed. 

This court has had many cases before it where trade-marks 
have been denied registration, because they were descriptive of 
the quality or character of the goods on which they were to be 
used. 

In one of the latest cases (in re Meyer Brothers Coffee & 
Spice Company, 38 App. D. C., 520) this court held that a trade- 
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mark for coffee, which consisted of a representation of a loving 
‘up, in connection with the word “Trophy,” should be denied 
registration, because the mark was descriptive of the goods, in 
that it indicated them to be of a superior quality, by reason of the 
presentation of a prize, or “trophy.” 

The authorities therein referred to, and others preceding 
them, are many. Among them are the following: The word 
“Standard,” as applied to phonographs (29 App. D. C., 152); 
the word “Self-Loading,” as applied to cartridges (30 App. 
D. C., 505); the words “Shredded Whole Wheat,” as applied to 
certain food preparations (30 App. D. C., 348); the words 
‘Health Food,” as applied to bread, crackers, etc. (30 App. D. C., 
411); the word “Sterling,” as a trade-mark for ale, or for any 
other kind of goods (30 App. D. C., 428); the words “Circular 
Loom,” as applted to conduits and coverings for electrical con- 
ductors (28 App. D. C., 466); the words “Ball Bearing,” as de- 
scribing the goods on which it was to be placed (38 App. D. C., 
279); the word “Crystal,” as applied to beer (32 App. D. C., 
591); and the word ‘‘Nextobeer,” as applied to malt beverages 
(32 App. D. C., 523), were all held to be descriptive of the goods 
on which they were to be used; and whether they are true de- 
scriptions, or whether they are deceptive, can make no difference 
with reference to their constituting valid marks for registration. 
They must either be true, or they are deceptive, and would mis- 
lead the public, and for that reason would be refused registration. 

Our review of the authorities, and consideration of this 
point, leads us to conclude that it was error not to hold the word 
“Brilliant” as applied to wheat flour, to be a word of description, 


and therefore not proper to be registered as a trade-mark. If 


it describes the flour of A as being bright, white and of a superior 


or splendid quality, it must also describe the flour of B, if of 
the same quality ; and being a word of description, any manufac 
turer of flour of the quality indicated by it, has a right to use it. 

We therefore conclude, on the whole case, that there is error 
in this record, and that the decision of the commissioner of pat- 
ents must be reversed, and the opposition sustained. 


SHEPARD, C. J.—TI concur in the opinion and judgment to 
the extent that “Brilliant” as applied to flour is descriptive. 
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COMMISSIONER OF PATENTS 
REED & CARNICK v. WATERBURY CHEMICAL COMPANY, 
March 19, 1073. 


. TRADE-MARKS——SIMILARITY—“PINOZYME” AND “PEPTENZY ME.” 

The words “Pinozyme” and “Peptenzyme” are so similar that their 
simultaneous use by different parties upon goods of the same descrip 
tive properties would be liable to cause confusion. 

SIMILARITY OF MARKS—APPEARANCE OF PACKAGES IMMATERIAL. 

Where the registration of a mark was opposed, on the ground that 
a similar mark had been used by opposer for the same goods, the 
examiner -of interferences properly refused to consider the dress and 
appearance of the respective packages in determining whether the marks 
were deceptively similar. 


Messrs. Kiddle & Wendell, for Reed & Carnick. 
Mr. Wallace R. Lane, for Waterbury Chemical Company. 


BiLLINGs, First Assistant Commissioner.—This is an appeal 
by the Waterbury Chemical Company from the decision of the 
examiner of interferences sustaining the opposition and adjudg- 
ing that the Waterbury Chemical Company is not entitled to 
register the mark shown in its application herein involved. 

The mark of the applicant is the word “Pinozyme,” and the 
mark of the opposer is “Peptenzyme.” There is no question as 
to similarity of goods, each mark being applied to a digestant. 
Likewise the opposer has admittedly used its mark long prior to 
any date which can be established by the Waterbury Chemical 
Company. The only question raised by the opposition is, there- 
fore, whether the marks are so similar as to be likely to cause 
confusion in the minds of purchasers. 


The examiner of interferences found that deceptive simi- 


larity exists between the marks and sustained the opposition on 
this ground. He also found that the record contained a stipula- 
tion to the effect that a digestant had been sold by Frederick 
Stearns and Company, of Detroit, Mich., under the name of 
‘“Panzyme,” since a time antedating applicant's use of its mark 
and that this fact also constitutes a complete bar to the registra- 
tion here in question, inasmuch as there can be no question that 
there is a deceptive similarity between “Pinozyme” and “Pan- 
zyme.” 
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In my opinion the examiner of interferences was clearly 
right in holding that the marks of the applicant and the opposer 
in this case are so similar as to be likely to cause confusion. The 


testimony taken by the respective parties does not show any 


actual confusion to have arisen, and the applicant presented the 
testimony of several witnesses, who gave it as their opinion that 
no confusion would be likely to occur. This is counterbalanced 
by evidence taken by the opposer to the opposite effect. Such 
testimony is not of great assistance in determining the question 
whether there #s such similarity as to justify a refusal to register 
under the statute. The effect of the marks upon the mind of 
the tribunal having to consider the question must be the controll- 
ing factor. 

The appellant complains that the examiner was in error in 
disregarding such testimony, on the ground that he had stated in 
disposing of a demurrer that the marks were not so clearly dif- 
ferent as to justify dismissing the opposition upon demurrer 
and had “sent the parties out to take testimony,’ and that under 
such circumstances he was in duty bound to give great weight 
to the testimony. In refusing to decide the case upon demurrer, 
however, the examiner of interferences did not require the parties 
to take testimony. The demurrer merely submitted the proposi- 
tion that the marks were obviously different. 

If the parties had then gone to final hearing without testi- 
mony, the question would have been raised whether the marks 
were not deceptively similar. It was, however, clearly right to 
give the parties the opportunity to take testimony. The burden 
of proceeding was upon the opposer, and he might have desired 
to have proved actual confusion or other pertinent facts. Neither 
party was under obligation to take testimony unless he saw fit, 
and this is particularly true of the applicant. 

An attempt has been made to show that the opposer had a 
patent covering his drug, which patent has expired, and that 
therefore the name ““Peptenzyme” is public property. This, how- 
ever, could have no effect upon applicant’s right to register that 
or any other mark and need, therefore, not be considered. 

It is alleged as error by the appellant that the examiner was 
wrong in refusing to consider the dress and appearance of the 
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respective packages on which the two words “Pinozyme” and 


‘“Peptenzyme,” respectively, are used in determining whether 
there was deceptive similarity between those words. In this, how- 
ever, the examiner of interferences was clearly right. The ques- 
tion is not whether the similarity in the trade-marks might lead a 
purchaser to believe that a package, though in different form, 
bearing the word “Pinozyme” was prepared or put up by the 
owner of the other mark. Even were the packages wholly dif- 
ferent in form and appearance the purchaser might well be led 
by the similarity in the marks to suppose that the manufacturer 
was merely putting out another grade or variety of goods and 
would be led to purchase such goods upon the reputation of the 
manufacturer, with whose goods he was already acquainted. 

[ am also of the opinion that the examiner of interferences 
was right in holding that the stipulation by the applicant estab- 
lishing the use of the word “Panzyme” on a digestant prior to the 
beginning of applicant’s use of “Pinozyme” constitutes a bar to 
the registration of “Pinozyme”’ to this applicant. 


The decision of the examiner of interferences is affirmed 
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